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DETAILED ACTION 



Claim Objections 



1. Claim 1 is objected to because of the broad and narrow range/limitation in the 
same claim: The claim recites the broad recitation of "functional compounds" 
followed by a narrow limitation "such as dyes...". Please make appropriate 
correction. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for "dyes, pigments ...", does not reasonably 
provide enablement for "or the like". The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. The 
specification does not provide any guidance on what things are considered to be 
"or the like", which therefore would result in undue experimentation by the 
potential infringer as to what is actually embraced by the claimed language. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 3-7 and 9-11 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Shihetal (US 6,153,288). 

Shih et al disclose a coatable ink composition comprising a pigment 
dispersed in or mixed with a binder, which comprises an ethylene-vinyl acetate 
(EVA) emulsion polymer and at least one water soluble cationic polymer (column 
1, lines 40-44). In example 1, ink-receptive composition containing a single 
cationic water soluble polymer is prepared by blending components in the order 
listed: EVA emulsion polymer, a poly(allyldimethylammonium chloride) which 
reads on water soluble cationic polymer of claim 1 having formula of claim 6, i.e. 
polymer of a salt of CH 2 =CH-CH 2 -NHR and silicron which reads on the pigment 
of instant invention (column 8, lines 13-16). The EVA emulsion polymer is 
stabilized with about 5% by weight of polyvinyl alcohol and comprises from about 
15 to 70% by weight of the composition on a dry weight basis i.e. water is not 
included in the calculations of composition percentages (column 2, lines 48-52) 
and reads on the aqueous medium of claim 1 in light of the specification of 
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instant invention. 

Therefore, Shih et al anticipate the instant invention. 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1.56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

9. Claims 2 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shih et al in view of Su (US 6,124,417). 

The discussion with respect to Shih et al in paragraph 5 is incorporated 
herein by reference. 

The prior art reference of Shih et al is silent with respect to the usage of 
acrylic monomer and vinyl acetate monomer as polymer components of aqueous 
emulsion type acrylic pressure sensitive adhesive. 

However, Su teaches water-receptive, water dispersible acrylic polymers 
that are non-tacky when dry but become tacky when wet. The composition 
comprises an acrylic based polymer prepared by emulsion polymerization of a 
monomer mixture comprising alkyl acrylates, vinyl acetate and (meth)acrylic acid 
(column 2, lines 5-17). Films cast from these emulsion polymers are useful as 
ink jet imprintable polymers that provide upto 100% image transfer (column 2, 
lines 28-32). See table 1 (column 7 and 8) for examples of emulsion polymers 
made from acrylates, vinyl acetate in an aqueous medium. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time invention was 
made to use an emulsion polymer comprising acrylates and vinyl acetate 
monomer because Su has proven successfully that emulsion polymers consisting 
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of acrylic monomers and vinyl acetate which are non-tacky when dry but become 
tacky when wet show 100% image transfer at room temperature and therefore 
one of ordinary skill in the art would have expected the composition consisting of 
acrylic monomers and vinyl acetate to work with the composition of Shih et al, 
motivated by expectation of success. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 1 14. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
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Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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